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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraph of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

2. Claims 2-3, 5, 7, and 13-16, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gambale (6,328,746 B1). 

Regarding claim 2, Gambale discloses a system capable of reversible fixing of a tool to 
an end of an implantable element, when fitting a dental prosthesis, the system comprising: at 
least one tool 20; at least one implantable element/screw 17; and at least one hollow 
intermediate connecting part 100 (Fig. 2a-2b). The intermediate connecting part 100 comprises: 
a first clip 142 capable of reversibly fixing an external complementary part of the tool thereon 
and preventing longitudinal movement of the tool relative to itself (Figs. 3-4;; column 5 lines 64- 
67); and a second clip capable of clipping onto a complementary part of the implantable element 
1 7 so as to enable reversible fixing of the tool to and in direct contact with said implantable 
element. The implantable element 17 has a head, a body, and a groove (between the top of the 
head and first thread from the head; see annotated Figure below) positioned axially there 
between; the body is configured to extend axially from the groove and into the patient's body. 
The hollow intermediate connecting part 100 is configured to be received by the groove of the 
implantable element; and capable of contacting said groove at an edge of hollow intermediate 
connecting part that is axially closest to the body of the implantable element as shown in Fig. 3. 

y ifj, ^ j, j. $ r% ^^ Groove between 
/ head and body of 
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As to claims 3, the first clip 142 is shown to comprise at least one groove formed in an 
internal wall of the hollow intermediate connecting part and capable of cooperate by clipping 
with a salient peripheral rib on the tool. Note that the shaft of tool 20 where being inserted into 
the hollow intermediate part 100 is interpreted to be equivalent to the recited limitation "salient 
peripheral rib on the tool". Also note that the recitation "...designed to cooperate by clipping 
with a salient peripheral rib on the tool" is functional language and does not convey any positive 
structural limitation in an apparatus claim. As to claims 5, note the second groove that receives 
the implant's head. 

As to claims 7 and 13-14, the hollow intermediate connecting part 100 is disclosed be 
made out of plastic (column 3 lines 20-25); and include an opening (inner bore) passing through 
the surface at both ends for receiving the tool and the implantable element, and spigots (i.e. 
annual lips 1 33 and other annual lips in Figure 3) that are salient towards the inside of the 
connecting part 100. As to claims 15-16, screw 17 is capable of being a dental implant and 
screw driver tool 20 is capable of being a placing tool. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2-5, 7-17, and 25, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gervais et al. (7,160,109 B2). 

Regarding claim 2, Gervais et al. disclose a system for reversible fixing of a tool to an 
end of an implantable element, when fitting a dental prosthesis, the system comprising: at least 


Application/Control Number: 10/552,433 Page 4 

Art Unit: 3732 

one tool 18; at least one implantable element 16/12; and at least one hollow intermediate 
connecting part/fixture mount 14 (Fig. 1). The intermediate connecting part 14 comprises: a first 
clip 15 capable of reversibly fixing an external complementary part of the tool thereon and 
preventing longitudinal movement of the tool relative to itself; and a second clip 51 clipping the 
implantable device 16/12 (Fig. 1; column 6 lines 47-50). As to the newly recited limitations, the 
implantable element 16/12 has a head 17, a body 16/12, and a groove (between undersurface 
51 and shoulder 31) positioned axially there between; the body is configured to extend axially 
from the groove and capable of extending into the patient's body. The hollow intermediate 
connecting part 14 is configured to be received by the groove of the implantable element and 
further configured to contact the groove of the implantable element at an edge of hollow 
intermediate connecting part that is axially closest to the body of the implantable element. 

However, Gervais et al. fail to disclose the tool being in direct contact with the 
implantable device. Nevertheless, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify Gervais et al. by having the tool in direct 
contact with the implant while they are reversibly fixed together. Such modification is merely a 
design choice of rearrangement of part (moving the tool further into the hollow connecting part 
so that the tool in touches the implant) that is well within the skill of an artisan. MPEP § 
2144.04. Such direct contact between the tool and the implant does not necessarily impart 
additional torque from the tool to the implant; and thus would not defeat the purpose of the 
fixture mount to limit the torque applied to the implant. 

As to claims 3-4, the first clip 15 comprises at least one groove (between 15 and upper 
surface 51) formed in the an internal wall of the hollow intermediate connecting part and 
designed to cooperate by clipping with a salient peripheral rib 20 on the tool 18; wherein said 
groove is delimited by at least one rim 51 being designed to cooperate by clipping with the 


Application/Control Number: 10/552,433 Page 5 

Art Unit: 3732 

groove formed at the end of the implantable implant. As to claim 5, note the second groove 
(best pointed to by reference numeral 28 or 23a in Figure 1) formed in the internal wall and 
configured to cooperate with an external rib formed at the end of the implant. 

As to claims 7-12, the hollow intermediate connecting part 14 is further disclosed to be 
made of plastic and/or metal (column 16 lines 31-34), and comprising paralleling slots/openings 
148 allowing the hollow intermediate connecting part 14 to be deformable (Fig. 10; column 3 
lines 50-56; column 13 lines 1-10). These slots are shown in alternative embodiments to be T- 
shaped slots 120 (Fig. 8) or oblique slots 138 (Fig. 9). As to claim 13-14, note the bore/opening 
52 being parallel to the longitudinal axis (Fig. 6); and the spigots/splines 64 being salient 
towards the inside of the hollow intermediate connecting part 14 (Fig. 2). As to claims 15-17, 
the implantable element 16/12 is disclosed to be a dental implant 12; the drive tool 18 is capable 
of placing the implantable element; the drive tool 18 is also capable of being a transfer part 
(column 11 lines 31-34). As to claim 25, the radial width (diameter) of the head 17 is shown to 
be smaller than that of the body 12 of the implantable element. 

Allowable Subject Matter 

5. Claims 1, 18-20, and 24, are allowed. 

Response to Arguments 

6. Applicant's amendments to the method claims 1, 18-20, and 24, have overcome Lederer 
and put the claims in allowable condition. The amendments reciting new structural limitations to 
the apparatus claims 2 however fail to overcome Gambale and Gervais. Applicant's remarks 
regarding the newly recited limitations with respect to Gambale and Gervais are held to be 
responded to in the rejection above. 
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Conclusion 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to HAO D. MAI whose telephone number is (571)270-3002. The 
examiner can normally be reached on Monday-Friday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Cris Rodriguez can be reached on (571) 
272-4964. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

8. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hao D Mai/ 

Examiner, Art Unit 3732 


/Cris L. Rodriguez/ 

Supervisory Patent Examiner, Art Unit 3732 


